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This is a decision in response to the petition under 37 CFR 
1.378(b), 1 filed on October 3, 2011, to accept the delayed 
payment of the maintenance fee for the above-identified patent. 

The petition is dismissed . 

If reconsideration of this decision is desired, a petition for 
reconsideration under 37 CFR 1.378(e) must be filed within TWO 
(2) MONTHS from the mail date of this decision. No extension of 
this 2-month time limit can be granted under 37 CFR 1.136(a) or 
(b) . Any such petition for reconsideration must be accompanied 
by the petition fee of $400.00 as set forth in 37 CFR 1.17(f). 
The petition for reconsideration should include an exhaustive 
attempt to provide the lacking item(s) noted below, since, after 
a decision on the petition for reconsideration, no further 
reconsideration or review of the matter will be undertaken by the 
Director. 



A grantable petition to accept a delayed maintenance fee payment under 37 CFR 
1.378(b) must be include 

(1) the required maintenance fee set forth in § 1.20(e) through (g) ; 

(2) the surcharge set forth in §1.20(1) (1); and 

(3) a showing that the delay was unavoidable since reasonable care was 
taken to ensure that the maintenance fee would be paid timely and that the petition 
was filed promptly after the patentee was notified of, or otherwise became aware of, 
the expiration of the patent. The showing must enumerate the steps taken to ensure 
timely payment of the maintenance fee, the date and the manner in which patentee 
became aware of the expiration of the patent, and the steps taken to file the petition 
promptly. 
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The patent issued on May 9, 2000. The first maintenance fee was 
accepted on petition under 37 CFR 1.738(c) granted on September 
23, 2004. The second maintenance fee could have been paid during 
the period from May 9 through November 9, 2007 or, with a 
surcharge, during the period from November 10, 2007, through May 
9, 2008. Accordingly, this patent expired at midnight on May 9, 
2008, for failure to timely remit the maintenance fee. 

On May 20, 2011, an unsigned paper styled as a petition under 37 
CFR 1.377 was filed. On June 23, 2011, a letter dismissing the 
petition was mailed. On July 15, 2011, a petition under 37 CFR 
1.377 was filed. On August 19, 2011, the petition was dismissed. 

On October 3, 2011, the subject petition was filed, whereby 
petitioners assert unavoidable delay in that the second 
maintenance fee was timely submitted to the USPTO on October 10, 
2007, but that the USPTO did not receive and apply the payment. 
Petitioners state that they did not receive any notification that 
the payment had not been received, and were unaware that the 
second maintenance fee had not been received and accepted by the 
USPTO until April 13, 2011, when petitioners attempted to pay the 
third maintenance fee. 

A petition to accept the delayed maintenance fee under 35 U.S.C. 
§ 41(c) and 37 CFR 1.378(b) must be accompanied by (1). an 
adequate, verified showing that the delay was unavoidable, since 
reasonable care was taken to ensure that the maintenance fee 
would be paid timely and that the petition was filed promptly 
after the patentee was notified of, or otherwise became aware of, 
the expiration of the patent, (2) payment of the appropriate 
maintenance fee, unless previously submitted, and (3) payment of 
the surcharge set forth in 37 CFR 1.20(i) (1). This petition 
lacks requirement (1) . 

Unavoidable delay under 35 U.S.C. § 41(b) is measured by the same 
standard as that for reviving an abandoned application under 35 
U.S.C. § 133. 2 Under 35 U.S.C. § 133, the Director may revive an 
abandoned application if the delay in responding to the relevant 
outstanding Office requirement is shown to the satisfaction of 
the Director to have been "unavoidable". Decisions on reviving 
abandoned applications have adopted the reasonably prudent person 
standard in determining if the delay was unavoidable. 3 However, a 



2 In re Patent No. 4, 409, 763 , 7 USPQ2d 1798, 1800 (PTO Comm'r 1988). 

3 Ex parte Pratt , 1887 Dec. Comm'r Pat. 31, 32-33 (Comm'r Pat. 1887) (the term 
"unavoidable" "is applicable to ordinary human affairs, and requires no more 
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petition to revive an application as unavoidably abandoned cannot 
be granted where a petitioner has failed to meet his or her 
burden of establishing the cause of the unavoidable delay. 4 In 
view of In re Patent No. 4,409,763 , 5 this same standard will be 
applied to determine whether "unavoidable" delay within the 
meaning of 37 CFR 1.378(b) occurred. 

35 U.S.C. § 41(c)(1) does not require an affirmative finding that 
the delay was avoidable, but only an explanation as to why the 
petitioner has failed to carry his or her burden to establish 
that the delay was unavoidable. 6 35 U.S.C. § 133 does not 
require the Director to affirmatively find that the delay was 
avoidable, but only to explain why the applicant's petition was 
unavailing). Petitioner is reminded that it is the patentee's 
burden under the statutes and regulations to make a showing to 
the satisfaction of the Director that the delay in payment of a 
maintenance fee is unavoidable. 7 

As 35 USC § 41(b) requires the payment of fees at specified 
intervals to maintain a patent in force, rather than some 
response to a specific action by the Office under 35 USC § 133, a 
reasonably prudent person in the exercise of due care and 
diligence would have taken steps to ensure the timely payment of 
such maintenance fees. 8 That is, an adequate showing that the 
delay in payment of the maintenance fee at issue was 
"unavoidable" within the meaning of 35 U.S.C. § 41(c) and 37 CFR 
1.378(b) (3) requires a showing of the steps taken by the 
responsible party to ensure the timely payment of the second 
maintenance fee for this patent. 9 

At the outset, a review of Office financial records reveals that 
no payment of the second maintenance fee was timely received. In 
the absence of evidence in the Office that the payment has been 



or greater care or diligence than is generally used and observed by prudent 
and careful men in relation to their most important business"); In re 
Mattullath , 38 App. D.C. 497, 514-15 (D.C Cir. 1912); Ex parte Henrich , 1913 
Dec. Comm'r Pat. 139, 141 (Comm'r Pat. 1913). 

4 Haines v. Quiqq , 673 F. Supp. 314, 5 USPQ2d 1130 (N.D. Ind. 1987). 

5 7 USPQ2d 1798, 1800 (Comm'r Pat. 1988), aff'd sub nom . Rydeen v. Quigg, 748 
937 F.2d 623 (Fed. Cir. 1991) (table), cert, denied , 502 U.S. 1075 (1992). 

See Commissariat A. L ' Enerqie Atomique v. Watson , 274 F.2d 594, 597, 124 
USPQ 126, 128 (D.C. Cir. 1960). 

7 See Rydeen v. Quiqq , 748 F. Supp. 900, 16 USPQ2d 1876 (D.D.C. 1990), aff'd 
937 F.2d 623 (Fed. Cir. 1991) (table) , cert, denied, 502 U.S. 1075 (1992); Ray 
v. Lehman , 55 F.3d at 609, 34 USPQ2d at 1788. 

8 Ray, 55 F.3d at 609, 34 USPQ2d at 1788. 
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received, the burden is on petitioners to show that the second 
maintenance fee payment was timely submitted to the USPTO or 
timely received in the USPTO. Simply put, an applicant alleging 
that a paper was filed in the Office and later misplaced has the 
burden of proving the allegation by a preponderance of the 
evidence. The fact that petitioners believe that the reply was 
(or should have been) timely received in the Office, is not more 
persuasive than the date the papers are shown to have been 
received in the official file. 



In this regard, 37 CFR 1.8 states, in pertinent part, that: 

(a) Except in the situations enumerated in paragraph 
(a) (2) of this section or as otherwise expressly 
excluded in this chapter, correspondence required to be 
filed in the U.S. Patent and Trademark Office within a 
set period of time will be considered as being timely 
filed if the procedure described in this section is 
followed. The actual date of receipt will be used for 
all other purposes. 

(1) Correspondence will be considered as being timely 
filed if: 

(i) The correspondence is mailed or transmitted prior 
to expiration of the set period of time by being: 

(A) Addressed as set out in § 1.1(a) and deposited with 
the U.S. Postal Service with sufficient postage as 
first class mail; 

(B) Transmitted by facsimile to the Patent and 
Trademark Office in accordance with § 1.6 (d) ; or 

(C) Transmitted via the Office electronic filing system 
in accordance with § 1.6(a)(4); and 

(ii) The correspondence includes a certificate for each 
piece of correspondence stating the date of deposit or 
transmission. The person signing the certificate should 
have reasonable basis to expect that the correspondence 
would be mailed or transmitted on or before the date 
indicated. 
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(b) In the event that correspondence is considered 
timely filed by being mailed or transmitted in 
accordance with paragraph (a) of this section, but not 
received in the U.S. Patent and Trademark Office after 
a reasonable amount of time has elapsed from the time 
of mailing or transmitting of the correspondence, or 
after the application is held to be abandoned, or after 
the proceeding is dismissed or decided with prejudice, 
or the prosecution of a reexamination proceeding is 
terminated pursuant to § 1.550(d) or. § 1.957(b) or 
limited pursuant to § 1.957(c), or a requester paper is 
refused consideration pursuant to § 1.957(a), the 
correspondence will be considered timely if the party 
who forwarded such correspondence: 

(1) Informs the Office of the previous mailing or 
transmission of the correspondence promptly after 
becoming aware that the Office has no evidence of 
receipt of the correspondence; 

(2) Supplies an additional copy of the previously 
mailed or transmitted correspondence and certificate; 
and 

(3) Includes a statement that attests on a personal 
knowledge basis or to the satisfaction of the Director 
to the previous timely mailing, transmission or 
submission. If the correspondence was sent by facsimile 
transmission, a copy of the sending unit's report 
confirming transmission may be used to support this 
statement. If the correspondence was transmitted via 
the Office electronic filing system, a copy of an 
acknowledgment receipt generated by the Office 
electronic filing system confirming submission may be 
used to support this statement. 

37 CFR 1.10(d) states: 

Any person mailing correspondence addressed as set out 
in § 1.1(a) to the Office with sufficient postage 
utilizing the "Express Mail Post Office to Addressee" 
service of the USPS but not received by the Office, may 
petition the Director to consider such correspondence 
filed in the Office on the USPS deposit date, provided 
that: 
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(1) The petition is filed promptly after the person 
becomes aware that the Office has no evidence of 
receipt of the correspondence; 

(2) The number of the "Express Mail" mailing label was 
placed on the paper (s) or fee(s) that constitute the 
correspondence prior to the original mailing by 
"Express Mail"; 

(3) The petition includes a copy of the originally 
deposited paper (s) or fee(s) that constitute the 
correspondence showing the number of the "Express Mail" 
mailing label thereon, a copy of any returned postcard 
receipt, a copy of the "Express Mail" mailing label 
showing the "date-in," a copy of any other official 
notation by the USPS relied upon to show the date of 
deposit, and, if the requested filing date is a date 
other than the "date-in" on the "Express Mail" mailing 
label or other official notation entered by the USPS, a 
showing pursuant to paragraph (d) (3) of this section 
that the requested filing date was the date the 
correspondence was deposited in the "Express Mail Post 
Office to Addressee" service prior to the last 
scheduled pickup for that day; and 

(4) The petition includes a statement which 
establishes, to the satisfaction of the Director, the 
original deposit of the correspondence and that the 
copies of the correspondence, the copy of the "Express 
Mail" mailing label, the copy of any returned postcard 
receipt, and any official notation entered by the USPS 
are true copies of the originally mailed 
correspondence, original "Express Mail" mailing label, 
returned postcard receipt, and official notation 
entered by the USPS. 

MPEP 503 states, in pertinent part: 

RETURN POSTCARD 

If a receipt for any item (e.g., paper or fee) filed in 
the USPTO is desired, it may be obtained by enclosing 
with the paper a self-addressed postcard specifically 
identifying the item. To ensure the receipt of return 
receipt postcards, users must either: (A) purchase 
already stamped postcards from the United States Postal 
Service (USPS) or affix postage stamps to their 
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postcards; or (B) if a postage meter is used, ensure 
that the meter postmark does not show the date. Any 
return receipt postcard containing a dated meter 
postmark may not be delivered by the USPS to the 
address provided on the postcard. Users are reminded 
that they are solely responsible for placing the proper 
postage on self-addressed postcards that are submitted 
to the USPTO for the purpose of obtaining a receipt for 
correspondence being filed in the USPTO. Users should 
check with the USPS regarding postage and what size 
cards are acceptable to the USPS. Any return receipt 
postcard that does not contain sufficient postage or is 
not acceptable may not be delivered by the USPS to the 
address provided on the postcard, and, if returned to 
the USPTO, may be discarded. 

The USPTO will stamp the receipt date on the postcard 
and place it in the outgoing mail. A postcard receipt 
which itemizes and properly identifies the items which 
are being filed serves as prima facie evidence of 
receipt in the USPTO of all the items listed thereon on 
the date stamped thereon by the USPTO. 

The identifying data on the postcard should be so 
complete as to clearly identify the item for which a 
receipt is requested. For example, the postcard should 
identify the applicant's name, application number 
(if known), confirmation number (if known), filing 
date, interference number, title of the invention, etc. 
The postcard should also identify the type of paper 
being filed, e.g., new application, affidavit, 
amendment, notice of appeal, appeal brief, drawings, 
fees, motions, supplemental oath or declaration, 
petition, etc., and the number of pages being 
submitted. If a new application is being filed, all 
parts of the application being submitted should be 
separately listed on the postcard, e.g., the number of 
pages of specification (including written description, 
claims and abstract), number of claims, number of 
sheets of drawings, number of pages of 
oath/declaration, number of pages of cover sheet 
(provisional application) . 

The postcard receipt will not serve as prima facie 
evidence of receipt of any item which is not adequately 
itemized on the postcard. For example, merely listing 
on the postcard "a complete application" or "patent 
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application" will not serve as a proper receipt for 
each of the required components of an application 
(e.g., specif ication (including claims), drawings (if 
necessary) , oath or declaration and the application 
filing fee) or missing portions (e.g., pages, sheets of 
drawings) of an application if one of the components or 
portion of a component is found to be missing by the 
USPTO. Each separate component should be specifically 
and properly itemized on the postcard. Furthermore, 
merely incorporating by reference in the postcard 
receipt, the items listed in a transmittal letter will 
not serve as prima facie evidence of receipt of those 
items. 

The person receiving the item(s) in the USPTO will 
check the listing on the postcard against the item(s) 
being filed to be sure they are properly identified and 
that all the items listed on the postcard are presently 
being submitted to the USPTO. If any of the items 
listed on the postcard are not being submitted to the 
USPTO, those items will be crossed off and the postcard 
initialed by the person receiving the items. 

Upon return of a postcard receipt from the USPTO, the 
postcard receipt should be promptly reviewed by the 
person who filed the items to ensure that every item 
specifically denoted on the postcard was received by 
the USPTO. If the postcard receipt has been annotated 
to indicate that a particular item denoted on the 
postcard was not received by the USPTO, the postcard 
receipt will not serve as prima facie evidence of 
receipt of that item in the USPTO 

A review of the documentation present by petitioner reveals that 
it includes copies of invoices showing a check was made out to 
the Office for payment of the second maintenance fee. Petitioner 
has not provided any evidence, however, showing that the 
maintenance fee payment was ever sent to the USPTO or received by 
the USPTO. 

Such evidence would include a maintenance fee transmittal form or 
transmittal letter including a certificate of mailing in 
accordance with 37 CFR 1.8 or an Express Mail label number, if 
the maintenance fee payment was sent by the "Express Mail Post 
Office to Addressee" Service of the US Postal Service (USPS) . 
Alternatively, petitioners may provide evidence that the payment 
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was received in the USPTO by providing an itemized stamped 
postcard in accordance with MPEP 503. 

In the absence of evidence that the payment was either sent to, 
or received by, the USPTO, petitioners simply have no evidence 
that the payment was ever sent to or received in the USPTO. 

Furthermore, turning to petitioners check, petitioners state that 
they were never informed by the USPTO that the check was not 
received. If the check was received at and deposited by the 
USPTO, petitioners should provide a copy of the bank statement or 
canceled check showing that the check made out to the USPTO was 
deposited and paid. 

In this regard, did petitioners check their bank statement and 
realize that the maintenance fee check had not been paid? If the 
check was not deposited and paid after a reasonable period of 
time, why did petitioners not take further action to verify that 
the USPTO had in fact received the maintenance fee payment? 

Lastly, petitioners' contention that they did not receive any 
timely notification from the USPTO that the second maintenance 
had not been received is not well taken. A patentee's lack of 
knowledge of the need to pay the maintenance fee and the failure 
to receive the Maintenance Fee Reminder do not constitute 
unavoidable delay. 10 Under the statute and regulations, the 
Office has no duty to notify patentees of the requirement to pay 
maintenance fees or to notify patentees when the maintenance fees 
are due. The Office mailing of Maintenance Fee Reminders is 
carried out strictly as a courtesy. Accordingly, it is solely 
the responsibility of the patentee to assure that the maintenance 
fee is timely paid to prevent expiration of the patent. The lack 
of knowledge of the requirement to pay a maintenance fee and/or 
the failure to receive the Maintenance Fee Reminder will not 
shift the burden of monitoring the time for paying a maintenance 
fee from the patentee to the Office. 11 

In summary, rather than unavoidable delay, the showing of record 
is that petitioners intended to timely pay the second maintenance 
fee, but made an avoidable mistake in not filing the maintenance 
fee payment in accordance with 37 CFR 1.8 or 1.10, or utilizing a 
postcard receipt in accordance with MPEP 503. Furthermore, 



See Patent No. 4,409,763 , supra; see also "Final Rules for Patent Maintenance Fees" 
49 Fed. Reg. 34716, 34722-34723 (August 31, 1984), reprinted in 1046 Off. Gaz. Pat. 
Office 28, 34 (September 25, 1984). 

11 Rydeen v. Quigg , 748 F. supp. at 900. 
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petitioners failed to take action when, after a reasonable time, 
it was clear that the payment had not been received at the USPTO 
(i.e., the check for payment of the maintenance fee was never 
cashed by the USPTO) . 

A delay resulting from a lack of knowledge or improper 
application of the patent statute, rules of practice, or the MPEP 
does not constitute an "unavoidable" delay. 12 As such, the 
showing of record is that petitioners did not act with the level 
of care that would be expected of a reasonably prudent person 
taking care of his or her most important business. 13 Therefore, 
the petition will be dismissed. 

Petitioner should note that if this petition is not renewed, or 
if renewed and not granted, then the maintenance fee and post- 
expiration surcharge are refundable. The $400.00 petition fee for 
expedited consideration is not refundable. The $400.00 petition 
fee for seeking reconsideration is not refundable. Any request 
for refund should be in writing to the address noted below. 

Further correspondence with respect to this matter should be 
addressed as follows: 

By mail: Mail Stop Petition 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

By FAX: (571) 273-8300 

Attn: Office of Petitions 



See Haines v. Quiqq , 673 F. Supp. 314, 317, 5 USPQ 1130, 1132 (N.D. Ind. 1987), 
Vincent v. Mossinqhoff , 230 USPQ 621, 624 (D.D.C. 1985); Smith v. Diamond , 209 USPQ 
1091 (D.D.C. 1981); Potter v. Dann , 201 USPQ 574 (D.D.C. 1978); Ex parte Murray , 1891 
Dec. Comm'r Pat. 130, 131 (1891). 

See note 3, supra . 
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By hand: Customer Service Window 

Mail Stop Petition 
Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 

A reply may also be filed via EFS-Web. 

Telephone inquiries should be directed to the undersigned at 571- 
272-3231. 

Douglas I. Wood 

Senior Petitions Attorney 

Office of Petitions 



